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DETAILED ACTION 

Claims 1-67 have been examined. 

Continued Examination Under 37 CFR 1.114 

A request for continued examination under 37 CFR 1.114, including the fee set 
forth in 37 CFR 1 .1 7(e), was filed in this application after final rejection. Since this 
application is eligible for continued examination under 37 CFR 1.114, and the fee set 
forth in 37 CFR 1 .17(e) has been timely paid, the finality of the previous Office action 
has been withdrawn pursuant to 37 CFR 1.114. Applicant's submission filed on June 
20, 2008 has been entered. 

All claims are drawn to the same invention claimed in the application prior to the 
entry of the submission under 37 CFR 1.114 and could have been finally rejected on the 
grounds and art of record in the next Office action if they had been entered in the 
application prior to entry under 37 CFR 1.114. Accordingly, THIS ACTION IS MADE 
FINAL even though it is a first action after the filing of a request for continued 
examination and the submission under 37 CFR 1.114. See MPEP § 706.07(b). 
Applicant is reminded of the extension of time policy as set forth in 37 CFR 1 .1 36(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within 
TWO MONTHS of the mailing date of this final action and the advisory action is not 
mailed until after the end of the THREE-MONTH shortened statutory period, then the 
shortened statutory period will expire on the date the advisory action is mailed, and any 
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extension fee pursuant to 37 CFR 1 .136(a) will be calculated from the mailing date of 
the advisory action. In no event, however, will the statutory period for reply expire later 
than SIX MONTHS from the mailing date of this final action. 



Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

This application currently names joint inventors. In considering patentability of 
the claims under 35 U.S.C. 103(a), the examiner presumes that the subject matter of 
the various claims was commonly owned at the time any inventions covered therein 
were made absent any evidence to the contrary. Applicant is advised of the obligation 
under 37 CFR 1 .56 to point out the inventor and invention dates of each claim that was 
not commonly owned at the time a later invention was made in order for the examiner to 
consider the applicability of 35 U.S.C. 103(c) and potential 35 U.S.C. 102(e), (f) or (g) 
prior art under 35 U.S.C. 103(a). 

Claims 1-28, 39, 43, and 47 

Claims 1, 2, 3, 4, 5, 6, 16, 17, 19, 20, 24, 27, 28, 39, 43, and 47 are rejected 
under 35 U.S.C. 103(a) as being unpatentable over Katz et al. (U.S. Patent 6,055,513) 
in view of Tasker ("Should We Send Bad Guys' Guns to the Contras?"). As per claim 1 , 
Katz discloses a computer-implemented method for offering a product for sale, 
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comprising: receiving a preferred product record and at least one alternate product 
record from an inventory database, the preferred and alternate product records being 
indicative of preferred and alternate products; selecting at least one alternate product, 
based on the at least one alternate product record; and transmitting an offer to sell the 
selected at least one alternate product (Abstract; Figure 4; Figure 7; column 8, line 34, 
through column 9, line 21 ; column 1 1 , line 62, through column 1 2, line 39; column 1 9, 
lines 24-58; column 23, line 40, through column 24, line 1 1 ). Katz does not expressly 
disclose that the at least one alternate product provides a greater value to a seller if sold 
than the preferred product, but this motivation is considered obvious, as well as implicit 
in the use of the term "upsell" rather than "downsell." It is implausible that a business 
would go to the trouble disclosed by Katz in order always to sell alternate products 
which were less valuable to the seller than the preferred products. Katz does not 
disclose that the products are travel products, and that the alternate travel product is 
related to the preferred travel product by at least one travel product relation parameter, 
but travel products are well known, as taught, for example, by Tasker; Tasker further 
teaches that an alternate travel product being upsold is related to the preferred travel 
product by at least one travel product relation parameter (in that both are hotel rooms, 
and presumably covering the same time period; "SUITENING THE POT" section). 
Hence, it would have been obvious to one of ordinary skill in the art of electronic 
commerce at the time of applicant's invention for the products to be travel products, for 
the stated advantage of profiting from the upselling of travel products; and for the 
alternate travel product to be related to the preferred travel product by at least one 
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travel product relation parameter, for the obvious advantage of offering the customer 
something that he is likely to buy. 

Claim 39 is closely parallel to claim 1 , reciting means for doing what claim 1 
recites the steps of doing, and is therefore rejected on the same grounds. 

Claims 43 and 47 are closely parallel to claim 1 , reciting computer code for doing 
what claim 1 recites the steps of doing, and are therefore rejected on the same grounds; 
Katz discloses computer programming for causing his system to carry out its procedure, 
as well as memory which "may serve to store program information" (column 13, lines 
58-67; column 20, lines 23-62). 

As per claim 2, Katz discloses receiving an acceptance to purchase the at least 
one alternate product (Figure 7; column 25, line 56, through column 26, line 3; column 
26, lines 13-37). 

As per claim 3, Katz does not expressly disclose receiving payment for the 
accepted at least one alternate product, but it is well known to receive payment for 
products (e.g., Katz, column 2, lines 43-55). Hence, it would have been obvious to one 
of ordinary skill in the art of electronic commerce at the time of applicant's invention to 
receive such payment, for the obvious advantage of not bankrupting oneself by 
providing valuable products without payment 

As per claim 4, Katz discloses transmitting an offer to sell the preferred product 
(ibid., as applied to claim 1). 

As per claim 5, Katz does not disclose that the preferred and alternate travel 
products are indicative of at least one of an airline ticket, a hotel room, a rental car, a 
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cruise ticket, and train ticket, but Tasker teaches that the preferred and alternate travel 
products are indicative of a hotel room ("SUITENING THE POT" section). Hence, it 
would have been obvious to one of ordinary skill in the art of electronic commerce at the 
time of applicant's invention for the preferred and alternate travel products to be 
indicative of at least one of an airline ticket, a hotel room, a rental car, a cruise ticket, 
and train ticket, for at least the stated advantage of upselling hotel accommodations. 

As per claim 6, Katz discloses that selecting the at least one alternate product is 
based upon inventory data associated with the preferred and alternate products (column 
23, lines 40-50; column 26, lines 21-37). 

As per claims 16 and 17, Katz discloses transmitting an offer for a benefit to be 
associated with the at least one alternate product, implying selecting the benefit (column 
18, lines 2-15; column 26, line 66, through column 27, line 22; Figure 9). 

As per claim 19, Katz discloses that the selected benefit comprises at least one 
of additional frequent traveling miles, a price discount, a traveling class upgrade, and a 
package deal (column 18, lines 2-15; column 26, line 66, through column 27, line 22; 
Figure 9; note especially column 27, lines 17-22). 

As per claim 20, Katz does not disclose generating a benefit rating, wherein the 
benefit rating is based on a difference between the preferred and alternate products, but 
official notice is taken that it is well known to generate ratings, and given the assumption 
that a user of Katz's method is not irrational, the offer of an alternate product, especially 
in the embodiment of the alternate product being offered as an alternative to the 
preferred product, rather than purely as an addition, may be presumed to be based on a 
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benefit rating, at least of a binary type, namely, that there is or is not a benefit to be 
expected by offering the alternate product, e.g., that it can or cannot likely be sold at a 
higher price and profit than the preferred product. Tasker also implies a benefit rating, 
by teaching upselling to more expensive products or services of greater financial benefit 
to the seller. Hence, it would have been obvious to one of ordinary skill in the art of 
electronic commerce at the time of applicant's invention to generate a benefit rating 
based on a difference between the preferred and alternate products, for the obvious 
advantage of determining whether or not to offer a potential alternate product. 

As per claim 24, Katz discloses receiving an inquiry that is indicative of a 
preferred product (the request to buy a preferred product being by implication an 
inquiry, such as, "Do you have this product for sale?") (ibid., as applied to claim 1 
above). 

As per claim 27, Katz discloses receiving an inquiry from a requester (ibid., as 
applied to claims 1 and 24 above), and receiving an indication of a preferred benefit 
from the requester (column 9, lines 6-21; column 24, lines 12-59; in the sense that prior 
purchases indicate what benefits the customer preferred to receive, e.g., purchase of a 
given version of software indicates a preference for the benefit of what that software 
accomplishes). 

As per claim 28, Katz discloses storing indications of a preferred benefit with an 
identifier of the requester (disclosed by or inherent from column 9, lines 6-21, and 
column 24, lines 12-59); receiving a second inquiry from a requester (ibid., as applied to 
claims 1 and 24 above); retrieving the stored benefit based upon the identity of the 
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requester (implied by column 9, lines 6-21 , and column 24, lines 1 2-59); and 
transmitting an offer for the preferred benefit with an offer to sell a second alternate 
product (column 9, lines 6-21; column 24, lines 12-59; met by an alternate product such 
as a new version of previously purchased software, or mountain bike related goods or 
services offered to a customer who has previously purchased clothing for use in 
mountain biking). 

Claim 7 is rejected under 35 U.S.C. 103(a) as being unpatentable over Katz and 
Tasker as applied to claim 1 above, and further in view of Johnson ("Family Dollar on 
the Move"). Katz does not disclose that selecting the at least one alternate product is 
based upon profit margin data associated with the preferred and alternate products, but 
it is well known for businesses to study profit margin data, and attempt to increase sales 
of higher-margin products and/or services, as taught, for example, by Johnson (two 
paragraphs beginning from, "In October 1992, Family Dollar completed"). Hence, it 
would have been obvious to one of ordinary skill in the art of electronic commerce at the 
time of applicant's invention for selecting the at least one alternate product to be based 
upon profit margin data associated with the preferred and alternate products, for the 
obvious advantage of increasing profits. 

Claims 8, 9, 10, 1 1, 13, 14, and 15 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Katz and Tasker as applied to claim 1 above, and further in view of 
Dinell ("Businesses Taking a Hard Look at Air Travel as Fares Increase"). As per claim 
8, Katz does not disclose that selecting the at least one alternate product is based upon 
a current load factor associated with the alternate and preferred products, but Katz does 
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disclose basing the selection upon inventory data (column 23, lines 40-50; column 26, 
lines 21-37), to which a current load factor is analogous, and Dinell teaches airlines 
offering promotions based on their load factors (paragraph beginning "Promotion fares 
are offered because" through end of article). Hence, it would have been obvious to one 
of ordinary skill in the art of electronic commerce at the time of applicant's invention for 
the selecting to be based upon a current load factor, for the implied advantage of 
increasing the sales of tickets for seats that would otherwise go vacant and unpaid for. 

As per claim 9, commercial airplanes, as discussed in Dinell, necessarily have 
seating capacities, and the current load factor is indicative of the current available 
seating capacity. 

As per claim 10, Katz does not disclose that selecting the at least one alternate 
product is based upon a projected load factor associated with the alternate and 
preferred products, but Katz does disclose basing the selection upon inventory data, 
including expected future availability in inventory (column 23, lines 40-50; column 26, 
lines 21-37), to which a projected load factor is analogous, and Dinell teaches airlines 
offering promotions based on their load factors (paragraph beginning "Promotion fares 
are offered because" through end of article). Hence, it would have been obvious to one 
of ordinary skill in the art of electronic commerce at the time of applicant's invention for 
the selecting to be based upon a projected load factor, for the implied advantage of 
increasing the sales of tickets for seats that would otherwise go vacant and unpaid for. 
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As per claim 1 1 , commercial airplanes, as discussed in Dinell, necessarily have 
seating capacities, and the projected load factor is indicative of the available seating 
capacity at the corresponding travel date. 

As per claim 13, Katz does not disclose that selecting the at least one alternate 
product is based upon a load factor discrepancy associated with the alternate and 
preferred products, but Katz does disclose basing the selection upon inventory data 
(column 23, lines 40-50; column 26, lines 21-37), to which a current load factor is 
analogous, and Dinell teaches airlines offering promotions based on their load factors 
(paragraph beginning "Promotion fares are offered because" through end of article), and 
in particular teaches, "If they notice that it [the load factor] is way off the scale one way 
or another, they are going to do something to change that," which implies taking action 
to reduce the number of passengers on overbooked flights, as well as offering 
promotional fares on flights with low load factors. Hence, it would have been obvious to 
one of ordinary skill in the art of electronic commerce at the time of applicant's invention 
for the selecting to be based upon a load factor discrepancy associated with the 
alternate and preferred products, for the implied advantage of dealing with load factors 
off the scale, or at least too far toward one end of the scale, in each direction. 

As per claims 14 and 15, commercial airplanes, as discussed in Dinell, 
necessarily have seating capacities, and the projected load factor is based upon the 
seating capacity; Dinell's teaching of doing something if the load factor is "way off the 
scale" implies taking action based on a discrepancy between an optimal load factor and 
a current or projected load factor. 
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Claim 12 is rejected under 35 U.S.C. 103(a) as being unpatentable over Katz, 
Tasker, and Dinell as applied to claim 1 1 above, and further in view of the anonymous 
article, "Western Pacific Load Factor Reaches 55 Percent in September," hereinafter 
"Western Pacific." Neither Katz, Tasker, nor Dinell discloses that the projected load 
factor is based upon historical travel product data, but it is well known to base projected 
future sales and related expectations upon historical data, as taught by "Western 
Pacific," specifically regarding load factor (whole article). Hence, it would have been 
obvious to one of ordinary skill in the art of electronic commerce at the time of 
applicant's invention for the projected load factor to be based upon historical travel 
product data, for the obvious advantage of using the past as a guide - an imperfect but 
still useful and widely employed guide - to the future, as in, e.g., predicting holiday or 
other seasonal shifts in demand for airplane seats. 

Claim 18 is rejected under 35 U.S.C. 103(a) as being unpatentable over Katz and 
Tasker as applied to claim 17 above, and further in view of De Lapa et al. (U.S. Patent 
5,822,735). Katz does not disclose that the selected benefit has an associated time 
duration for acceptance, but Katz discloses that the selected benefit may be a discount 
coupon (column 18, lines 2-15; column 26, line 66, through column 27, line 22; Figure 9; 
note especially column 27, lines 17-22), and it is well known for benefits or offers, and 
especially for discount coupons, to have associated time durations for acceptance, as 
taught, for example, by De Lapa (column 6, lines 20-34). Hence, it would have been 
obvious to one of ordinary skill in the art of electronic commerce at the time of 
applicant's invention for the selected benefit to have an associated time duration for 
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acceptance, for the obvious advantages of encouraging the customer to make a 
decision and a purchase, and avoiding having potential obligations hanging over the 
seller indefinitely. 

Claim 21 is rejected under 35 U.S.C. 103(a) as being unpatentable over Katz and 
Tasker as applied to claim 20 above, and further in view of O'Brien et al. (U.S. Patent 
5,832,457). Katz does not disclose that the benefit is selected based on the benefit 
rating, but it is well known to select benefits to offer purchasers based on a benefit 
rating corresponding to the value of a purchase, as taught, for example, by O'Brien 
(column 6, lines 52-58). Hence, it would have been obvious to one of ordinary skill in 
the art of electronic commerce at the time of applicant's invention for the benefit to be 
selected based on the benefit rating, for the obvious advantage of giving customers 
incentive to purchase alternate products of higher price and greater profit to the seller, 
or, to look at it differently, offering a benefit that does not exceed the profit the seller 
could expect from selling the alternate product. 

Claim 22 is rejected under 35 U.S.C. 103(a) as being unpatentable over Katz and 
Tasker as applied to claim 17 above, and further in view of Popyk ("The Mastercard 
Approach to Customer Service"). Katz does not disclose that the benefit is a package 
deal benefit to be associated with the alternate travel product, the package deal benefit 
including at least one additional travel product, but it is well known to offer package 
deals as benefits, including at least one additional product with a product one is offering 
for sale, to make the purchase more attractive, as taught, for example, by Popyk 
(paragraph beginning, "We want to be remembered"). Hence, it would have been 
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obvious to one of ordinary skill in the art of electronic commerce at the time of 
applicant's invention for the benefit to be a package deal, the package deal benefit 
including at least one additional travel product, for the obvious advantage of 
encouraging purchase of the alternate product offered as an upsell. 

Claim 23 is rejected under 35 U.S.C. 103(a) as being unpatentable over Katz and 
Tasker as applied to claim 17 above, and further in view of O'Brien et al. (U.S. Patent 
5,832,457). Katz does not disclose that the benefit is selected based upon a difference 
between the value of the alternate product and the value of the preferred product, but it 
is well known to select a benefit based on the size of customer's purchase, as taught, 
for example, by O'Brien (column 6, lines 52-58). Hence, it would have been obvious to 
one of ordinary skill in the art of electronic commerce at the time of applicant's invention 
for the benefit to be selected based upon a difference between the value of the alternate 
product and the value of the preferred product, for the obvious advantage of giving 
customers incentive to purchase alternate products of higher price and greater profit to 
the seller, or, to look at it differently, offering a benefit that does not exceed the profit the 
seller could expect from selling the alternate product. 

Claims 25 and 26 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Katz and Tasker as applied to claim 24 above, and further in view of Webber et al. 
(U.S. Patent 5,331 ,546). As per claim 25, Katz does not expressly disclose that the 
alternate product is within a defined variation limit from the received inquiry, but does 
disclose that the alternate product is based on its relation to a received product 
request/inquiry (column 9, lines 6-21; column 24, lines 4-59), and it is well known to 
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define limits of variation, as taught, for example, by Webber (column 8, line 3, through 
column 1 1 , line 26). Hence, it would have been obvious to one of ordinary skill in the art 
of electronic commerce at the time of applicant's invention for the alternate product to 
be within a defined variation limit from the received inquiry, for the stated advantage of 
attempting upsells likely to result in purchases. 

As per claim 26, Katz does not expressly disclose that the defined variation limit 
is based on at least one of dates, times, classes, origin, and destination of each 
alternate travel product and the travel inquiry, but does, as set forth in the rejection of 
claim 25 above, disclose selecting an alternate product based on various types of 
similarity to a product inquiry, and Webber teaches a defined variation limit based on a 
difference between least one of dates, times, classes, origin, and destination of possible 
travel products and a travel inquiry (column 8, line 3, through column 1 1 , line 26). 
Hence, it would have been obvious to one of ordinary skill in the art of electronic 
commerce at the time of applicant's invention for the defined variation limit to be based 
on at least one of dates, times, classes, origin, and destination of each alternate travel 
product and the travel inquiry, for the stated advantage of attempting upsells likely to 
result in purchases; in particular, purchase of a ticket for a flight within a set time, e.g., 
two hours, of a desired time window, as in Webber. 

Claims 29-32, 40, 44, and 48 

Claims 29, 30, 40, 44, and 48 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Katz et al. (U.S. Patent 6,055,513) in view of Tasker ("Should We 
Send Bad Guys' Guns to the Contras?") and Brown et al. (U.S. Patent Application 
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Publication 2006/0206393). As per claim 29, Katz discloses a computer-implemented 
method for offering a product for sale, comprising: receiving an inquiry indicative of a 
preferred product from a customer, and receiving at least one alternate product record 
from a database, wherein the at least one alternate product record is based upon the 
product inquiry, the alternate product record being indicative of an alternate product; 
selecting at least one alternate product, based on the at least one alternate product 
record; transmitting an offer to sell the selected at least one alternate product to a 
customer; and receiving an acceptance to purchase the at least one alternate product 
from the customer (Abstract; Figure 4; Figure 7; column 8, line 34, through column 9, 
line 21; column 11, line 62, through column 12, line 39; column 19, lines 24-58; column 
23, line 40, through column 24, line 1 1 ; column 25, line 56, through column 26, line 3; 
column 26, lines 13-37). Katz does not expressly disclose transmitting the inquiry to at 
least one merchant server, and receiving at least one alternate product record from a 
merchant server, but does disclose dealing with multiple databases (Figures 4 and 7; 
column 26, lines 13-37), and discloses that the alternate/upsold product may come from 
another merchant, unaffiliated with the seller of the original/preferred product (column 
26, lines 49-65), which implies communicating with at least one merchant for the 
alternate/upsold product. Transmitting inquiries to and receiving product records from 
merchant servers is well known, as taught, for example, by Brown (Abstract; paragraphs 
28, 30, and 79); hence it would have been obvious to one of ordinary skill in the art of 
electronic commerce at the time of applicant's invention to do so, for the obvious 
advantage of conveniently arranging an upsell related to another merchant. 
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Katz does not disclose that the products are travel products, and that the 
alternate travel product is related to the preferred travel product by at least one travel 
product relation parameter, but travel products are well known, as taught, for example, 
by Tasker; Tasker further teaches that an alternate travel product being upsold is 
related to the preferred travel product by at least one travel product relation parameter 
(in that both are hotel rooms, and presumably covering the same time period; 
"SUITENING THE POT" section). Hence, it would have been obvious to one of ordinary 
skill in the art of electronic commerce at the time of applicant's invention for the 
products to be travel products, for the stated advantage of profiting from the upselling of 
travel products; and for the alternate travel product to be related to the preferred travel 
product by at least one travel product relation parameter, for the obvious advantage of 
offering the customer something that he is likely to buy. 

Claim 40 is closely parallel to claim 29, reciting means for doing what claim 29 
recites the steps of doing, and is therefore rejected on the same grounds. 

Claims 44 and 48 are closely parallel to claim 29, reciting computer code for 
doing what claim 29 recites the steps of doing, and is therefore rejected on the same 
grounds; Katz discloses computer programming for causing his system to carry out its 
procedure, as well as memory which "may serve to store program information" (column 
13, lines 58-67; column 20, lines 23-62). 

As per claim 30, Katz discloses providing a preferred product record based upon 
the inquiry, the preferred product record being indicative of the preferred product (ibid., 
as applied to claim 29; note especially column 9, lines 6-1 1 ). Katz does not disclose 
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receiving the preferred product record from a merchant server, but it is well known to 
receive product records from merchant servers, as taught, for example, by Brown (ibid., 
as applied to claim 29 above). Hence, it would have been obvious to one of ordinary 
skill in the art of electronic commerce at the time of applicant's invention to receive the 
preferred product record from a merchant server, in the sense of the server of the seller 
disclosed by Katz, for the obvious advantage of assuring that the customer and seller 
are agreed about the description, price, etc., of the primary product; or to receive the 
preferred product record from a merchant server, in the sense of a server of a second 
merchant, for the obvious advantage, as implied by Katz (column 26, lines 49-65), of 
arranging for the customer to buy a product provided by a different and unaffiliated 
merchant. 

Claims 31 and 32 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Katz, Tasker, and Brown as applied to claim 30 above, and further in view of 
O'Brien et al. (U.S. Patent 5,832,457). As per claim 31 , Katz discloses transmitting an 
offer for a benefit to be associated with the alternate product, implying selecting the 
benefit (column 18, lines 2-15; column 26, line 66, through column 27, line 22; Figure 9). 
Katz does not disclose that the benefit is selected based upon a difference between the 
preferred product and the alternate product, but it is well known to select a benefit 
based on the size of customer's purchase, as taught, for example, by O'Brien (column 
6, lines 52-58). Hence, it would have been obvious to one of ordinary skill in the art of 
electronic commerce at the time of applicant's invention for the benefit to be selected 
based upon a difference between the preferred product and the alternate product, 
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especially a difference in their values, for the obvious advantage of giving customers 
incentive to purchase alternate products of higher price and greater profit to the seller, 
or, to look at it differently, offering a benefit that does not exceed the profit the seller 
could expect from selling the alternate product. 

As per claim 32, Katz discloses transmitting an offer for the associated benefit 
(column 18, lines 2-15; column 26, line 66, through column 27, line 22; Figure 9). 

Claims 33, 34, 41,45, and 49 

Claims 33, 41 , 45, and 49 are rejected under 35 U.S.C. 1 03(a) as being 
unpatentable over Katz et al. (U.S. Patent 6,055,513) in view of Tasker ("Should We 
Send Bad Guys' Guns to the Contras?"). As per claim 33, Katz discloses a computer- 
implemented method for offering a product for sale, comprising: submitting an inquiry 
indicative of a preferred product; receiving an offer for at least one alternate product, the 
at least one alternate product being based on the inquiry; and transmitting an 
acceptance to purchase the at least one alternate product (Abstract; Figure 4; Figure 7; 
column 8, line 34, through column 9, line 21 ; column 1 1 , line 62, through column 1 2, line 
39; column 19, lines 24-58; column 23, line 40, through column 24, line 1 1 ; column 25, 
line 56, through column 26, line 3; column 26, lines 13-37). Katz does not expressly 
disclose that the at least one alternate product provides a greater value to a seller if sold 
than a preferred product, but this motivation is considered obvious, as well as implicit in 
the use of the term "upsell" rather than "downsell." It is implausible that a business 
would go to the trouble disclosed by Katz in order always to sell alternate products 
which were less valuable to the seller than the preferred products. Katz does not 
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disclose that the products are travel products, and that the alternate travel product is 
related to the preferred travel product by at least one travel product relation parameter, 
but travel products are well known, as taught, for example, by Tasker; Tasker further 
teaches that an alternate travel product being upsold is related to the preferred travel 
product by at least one travel product relation parameter (in that both are hotel rooms, 
and presumably covering the same time period; "SUITENING THE POT" section). 
Hence, it would have been obvious to one of ordinary skill in the art of electronic 
commerce at the time of applicant's invention for the products to be travel products, for 
the stated advantage of profiting from the upselling of travel products; and for the 
alternate travel product to be related to the preferred travel product by at least one 
travel product relation parameter, for the obvious advantage of offering the customer 
something that he is likely to buy. 

Claim 41 is closely parallel to claim 33, reciting means for doing what claim 33 
recites the steps of doing, and is therefore rejected on the same grounds. Furthermore, 
the system of claim 41 could describe any personal computer with a modem for 
connecting to an e-commerce website, or any telephone for dealing with a telemarketer. 
Even if the selecting of an alternate travel product at the website or telemarketing center 
were found patentable, there appears to be nothing distinctive or even potentially 
patentable in the system recited in claim 41. 

Claims 45 and 49 are closely parallel to claim 33, reciting computer code for 
doing what claim 33 recites the steps of doing, and is therefore rejected on the same 
grounds; Katz discloses computer programming for causing his system to carry out its 
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procedure, as well as memory which "may serve to store program information" (column 
13, lines 58-67; column 20, lines 23-62). 

Claim 34 is rejected under 35 U.S.C. 103(a) as being unpatentable over Katz and 
Tasker as applied to claim 33 above, and further in view of O'Brien et al. (U.S. Patent 
5,832,457). Katz discloses receiving an offer for a benefit to be associated with the 
alternate product (column 18, lines 2-15; column 26, line 66, through column 27, line 22; 
Figure 9). Katz does not disclose that the benefit is based upon a difference between 
the preferred product and the alternate product, but it is well known to select a benefit 
based on the size of customer's purchase, as taught, for example, by O'Brien (column 
6, lines 52-58). Hence, it would have been obvious to one of ordinary skill in the art of 
electronic commerce at the time of applicant's invention for the benefit to be selected 
based upon a difference between the preferred product and the alternate product, 
especially a difference in their values, for the obvious advantage of giving customers 
incentive to purchase alternate products of higher price and greater profit to the seller, 
or, to look at it differently, offering a benefit that does not exceed the profit the seller 
could expect from selling the alternate product. 

Claims 35-38, 42, 46, and 50 

Claims 35, 36, 42, 46, and 50 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Katz et al. (U.S. Patent 6,055,513) in view of Tasker ("Should We 
Send Bad Guys' Guns to the Contras?") and Brown et al. (U.S. Patent Application 
Publication 2006/0206393). As per claim 35, Katz discloses a computer-implemented 
method for offering a product for sale, comprising: receiving an inquiry indicative of a 
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preferred product from a customer, and receiving at least one alternate product record 
from a database, wherein the at least one alternate product record is based upon the 
product inquiry, the alternate product record being indicative of an alternate product; 
selecting at least one alternate product, based on the at least one alternate product 
record; and transmitting an offer to sell the selected at least one alternate product to a 
customer (Abstract; Figure 4; Figure 7; column 8, line 34, through column 9, line 21; 
column 11, line 62, through column 12, line 39; column 19, lines 24-58; column 23, line 
40, through column 24, line 11; column 25, line 56, through column 26, line 3; column 
26, lines 13-37). Katz does not expressly disclose querying at least one merchant 
server, and receiving a preferred product record and at least one alternate product 
record from a merchant server, but does disclose dealing with multiple databases 
(Figures 4 and 7; column 26, lines 13-37), and discloses that the alternate/upsold 
product may come from another merchant, unaffiliated with the seller of the 
original/preferred product (column 26, lines 49-65), which implies communicating with at 
least one merchant for the alternate/upsold product. Transmitting inquiries to and 
receiving product records from merchant servers is well known, as taught, for example, 
by Brown (Abstract; paragraphs 28, 30, and 79); hence it would have been obvious to 
one of ordinary skill in the art of electronic commerce at the time of applicant's invention 
to do so, for the obvious advantage of conveniently arranging an upsell related to 
another merchant. 

Katz does not disclose that the products are travel products, and that the 
alternate travel product is related to the preferred travel product by at least one travel 
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product relation parameter, but travel products are well known, as taught, for example, 
by Tasker; Tasker further teaches that an alternate travel product being upsold is 
related to the preferred travel product by at least one travel product relation parameter 
(in that both are hotel rooms, and presumably covering the same time period; 
"SUITENING THE POT" section). Hence, it would have been obvious to one of ordinary 
skill in the art of electronic commerce at the time of applicant's invention for the 
products to be travel products, for the stated advantage of profiting from the upselling of 
travel products; and for the alternate travel product to be related to the preferred travel 
product by at least one travel product relation parameter, for the obvious advantage of 
offering the customer something that he is likely to buy. 

Claim 42 is closely parallel to claim 35, reciting means for doing what claim 35 
recites the steps of doing, and is therefore rejected on the same grounds. 

Claims 46 and 50 are closely parallel to claim 35, reciting computer code for 
doing what claim 35 recites the steps of doing, and is therefore rejected on the same 
grounds; Katz discloses computer programming for causing his system to carry out its 
procedure, as well as memory which "may serve to store program information" (column 
13, lines 58-67; column 20, lines 23-62). 

As per claim 36, Katz does not disclose that the seller is a travel product seller, 
but travel product sellers are well known, as taught, for example, by Tasker 
("SUITENING THE POT" section). Hence, it would have been obvious to one of 
ordinary skill in the art of electronic commerce at the time of applicant's invention for the 
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seller to be a travel product seller, on the same grounds that it would have been obvious 
for the product to be a travel product seller. 

Claims 37 and 38 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Katz, Tasker, and Brown as applied to claim 35 above, and further in view of 
Caldwell ("Hotels Pull a Switch"). Katz does not disclose that the seller is a central 
reservation system or travel agent, but central reservation systems and travel agents 
are well known, as taught, for example, by Caldwell (Abstract and paragraph beginning 
"Holiday turns to industry-developed"); hence, it would have been obvious to one of 
ordinary skill in the art of electronic commerce at the time of applicant's invention for the 
seller to be one, for the obvious advantage of enabling such a seller to profit from selling 
an alternate travel product. 

Claims 51-60 

Claims 51, 52, and 53 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Katz et al. (U.S. Patent 6,055,513) in view of Tasker ("Should We 
Send Bad Guys' Guns to the Contras?"). As per claim 51 , claim 51 is closely parallel to 
claim 1, reciting a memory, processor, and computer code for doing what claim 1 recites 
the steps of doing, and is therefore rejected on the same grounds set forth above for 
claim 1 . Katz discloses computer programming for causing his system to carry out its 
procedure, as well as memory which "may serve to store program information" (column 
13, lines 58-67; column 20, lines 23-62). Katz is not entirely explicit about his computer 
having a processor, but computers must inherently have processors. 
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As per claim 52, claim 52 is parallel to claim 2, and rejected on the same grounds 
set forth above for claim 2. 

As per claim 53, claim 53 is parallel to claim 6, and rejected on the same grounds 
set forth above for claim 6. 

Claims 55, 56, 58, and 59 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Katz and Tasker as applied to claims 52 and 53 above, and further in 
view of Dinell ("Businesses Taking a Hard Look at Air Travel as Fares Increase"). As 
per claim 55, claim 55 is parallel to claim 8, and rejected on the same grounds set forth 
above for claim 8. 

As per claim 56, claim 56 is parallel to claim 10, and rejected on the same 
grounds set forth above for claim 10. 

As per claim 58, claim 58 is parallel to claim 16, and rejected on the same 
grounds set forth above for claim 16. 

As per claim 59, claim 59 is parallel to claim 24, and rejected on the same 
grounds set forth above for claim 24. 

Claim 60 is rejected under 35 U.S.C. 103(a) as being unpatentable over Katz, 
Tasker, and Dinell as applied to claim 59 above, and further in view of Webber et al. 
(U.S. Patent 5,331 ,546). Claim 60 is parallel to claim 25, and rejected on the same 
grounds set forth above for claim 25. 

Claim 54 is rejected under 35 U.S.C. 103(a) as being unpatentable over Katz and 
Tasker as applied to claim 51 above, and further in view of Johnson ("Family Dollar on 
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the Move"). Claim 54 is parallel to claim 7, and rejected on the same grounds set forth 
above for claim 7. 

Claim 57 is rejected under 35 U.S.C. 103(a) as being unpatentable over Katz, 
Tasker, and Johnson as applied to claim 54 above, and further in view of Dinell 
("Businesses Taking a Hard Look at Air Travel as Fares Increase"). Claim 57 is parallel 
to claim 13, and rejected on the same grounds set forth above for claim 13. 

Claim 61 

Claim 61 is rejected under 35 U.S.C. 103(a) as being unpatentable over Katz et 
al. (U.S. Patent 6,055,513) in view of Tasker ("Should We Send Bad Guys' Guns to the 
Contras?") and Brown et al. (U.S. Patent Application Publication 2006/0206393). Claim 
61 is closely parallel to claim 29, reciting a memory, processor, and computer code for 
doing what claim 29 recites the steps of doing, and is therefore rejected on the same 
grounds set forth above for claim 29. Katz discloses computer programming for causing 
his system to carry out its procedure, as well as memory which "may serve to store 
program information" (column 13, lines 58-67; column 20, lines 23-62). Katz is not 
entirely explicit about his computer having a processor, but computers must inherently 
have processors. 

Claim 62 

Claim 62 is rejected under 35 U.S.C. 103(a) as being unpatentable over Katz et 
al. (U.S. Patent 6,055,513) in view of Tasker ("Should We Send Bad Guys' Guns to the 
Contras?"). Claim 62 is closely parallel to claim 33, reciting a memory, processor, and 
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computer code for doing what claim 33 recites the steps of doing, and is therefore 
rejected on the same grounds set forth above for claim 33. Katz discloses computer 
programming for causing his system to carry out its procedure, as well as memory 
which "may serve to store program information" (column 13, lines 58-67; column 20, 
lines 23-62). Katz is not entirely explicit about his computer having a processor, but 
computers must inherently have processors. 

Claims 63-66 

Claims 63 and 64 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Katz et al. (U.S. Patent 6,055,51 3) in view of Tasker ("Should We Send Bad Guys' 
Guns to the Contras?") and Brown et al. (U.S. Patent Application Publication 
2006/0206393). Claims 63 and 64 are closely parallel to claims 35 and 36, respectively, 
with claim 63 reciting a memory, processor, and computer code for doing what claim 35 
recites the steps of doing, wherefore claim 63 is rejected on the same grounds set forth 
above for claim 35, and claim 64 is rejected on the same grounds set forth above for 
claim 36. Katz discloses computer programming for causing his system to carry out its 
procedure, as well as memory which "may serve to store program information" (column 
13, lines 58-67; column 20, lines 23-62). Katz is not entirely explicit about his computer 
having a processor, but computers must inherently have processors. 

Claims 65 and 66 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Katz, Tasker, and Brown as applied to claim 63 above, and further in view of 
Caldwell ("Hotels Pull a Switch"). Claims 65 and 66 are closely to claims 37 and 38, 
respectively, and rejected on the same grounds set forth above for claims 37 and 38. 
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Claim 67 

Claim 67 is rejected under 35 U.S.C. 103(a) as being unpatentable over Katz et 
al. (U.S. Patent 6,055,513) in view of Tasker ("Should We Send Bad Guys' Guns to the 
Contras?"). Katz discloses a computer-implemented method for offering a product for 
sale, comprising: receiving a record inquiry; processing the record inquiry to determine 
a preferred product record and at least one alternate product record from an inventory 
database, the preferred and alternate product records being indicative of preferred and 
alternate products; selecting at least one alternate product, based on the at least one 
alternate product record; and transmitting an offer to sell the selected at least one 
alternate product (Abstract; Figure 4; Figure 7; column 8, line 34, through column 9, line 
21 ; column 1 1 , line 62, through column 1 2, line 39; column 1 9, lines 24-58; column 20, 
lines 39-51 ; column 23, line 40, through column 24, line 1 1 ). Katz does not expressly 
disclose that the at least one alternate product provides a greater value to a seller if sold 
than the preferred product, but this motivation is considered obvious, as well as implicit 
in the use of the term "upsell" rather than "downsell." It is implausible that a business 
would go to the trouble disclosed by Katz in order always to sell alternate products 
which were less valuable to the seller than the preferred products. Katz does not 
disclose that the products are travel products, and that the alternate travel product is 
related to the preferred travel product by at least one travel product relation parameter, 
but travel products are well known, as taught, for example, by Tasker; Tasker further 
teaches that an alternate travel product being upsold is related to the preferred travel 
product by at least one travel product relation parameter (in that both are hotel rooms, 
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and presumably covering the same time period; "SUITENING THE POT" section), and 
also teaches the alternate travel product being more expensive, and presumably 
providing a greater value to the seller than the first travel product. Hence, it would have 
been obvious to one of ordinary skill in the art of electronic commerce at the time of 
applicant's invention for the products to be travel products, for the stated advantage of 
profiting from the upselling of travel products; and for the alternate travel product to be 
related to the preferred travel product by at least one travel product relation parameter, 
for the obvious advantage of offering the customer something that he is likely to buy. 

"Means for" language 

It is noted that claims 39, 40, 41 , and 42 use "means for" language. 

Nonetheless, they are not treated as invoking 35 U.S.C. 112, sixth paragraph. If 

Applicant wishes to invoke 35 U.S.C. 1 12, sixth paragraph, Applicant should provide an 

explicit statement to that effect. 35 U.S.C. 112, sixth paragraph states: 

An element in a claim for a combination may be expressed as a 
means or step for performing a specified function without the recital of 
structure, material or acts in support thereof, and such claim shall be 
construed to cover the corresponding structure, material, or acts described 
in the specification and equivalents thereof. 

Response to Arguments 

Applicants' arguments filed June 20, 2008 have been fully considered but they 
are not persuasive. Applicants argue that there is no actual teaching of a "travel relation 
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parameter" in Tasker; Examiner replies that there is, namely that the two travel products 
are both rooms in a Dade hotel, and are thereby related by a parameter. If one product 
were a room in a hotel in Dade, Florida, and the other were a roll of insulation for a 
customer's attic, one could plausibly maintain that the second product was not a travel 
product. If one product were a room in a hotel in Dade, Florida, and the other were a 
bus ticket from Cape Town to Durban, the stay in Florida and the trip through South 
Africa not being part of a tour package, one could plausibly maintain that the first and 
second travel products were not related by at least one travel product relation 
parameter. As is, though, there definitely is at least one travel product relation 
parameter. 

Applicants state that they respectfully request a specific excerpt from Tasker that 
discusses, "a travel product relation parameter." In response, Examiner respectfully 
calls Applicants' attention to the following: 

If you think you've booked a good, cheap room in a Dade hotel, 
watch out -- you might be talked into the Krakatoa Suite at $1 ,000 an hour. 

The January hotel-industry newsletter of the Miami CPA office of 
Pannell, Kerr, Forster teaches the techniques of "upselling," including: 

"Foot in the Door:" If the guest has already made a reservation, talk 
him into a more expensive room. 

("For $10 more you could have a king-size bed and a view of the 

park.") 

Granted, Tasker does not use the expression, "travel product relation parameter," 
but Examiner maintains that the concept is very much present. 
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Applicants argue that Katz's "materially different" first and second products teach 
away from providing a relationship between the primary and alternate products. 
Examiner replies that the phrase "materially different" does not seem to be found in 
Katz. Instead, Katz provides examples of how a second product can relate to a first 
product (e.g., column 24, line 12, through column 25, line 4). 

Applicants' objection to Examiner's alleged "dissection" of the claims seems to be 
a form of "piecemeal analysis of the references: In response to applicant's arguments 
against the references individually, one cannot show nonobviousness by attacking 
references individually where the rejections are based on combinations of references. 
See In re Keller, 642 F.2d 413, 208 USPQ 871 (CCPA 1981); In re Merck & Co., 800 
F.2d 1091, 231 USPQ 375 (Fed. Cir. 1986). 

The Supreme Court has ruled in KSR International Co. v. Teleflex Inc., 82 
USPQ2d 1385 (U.S. 2007) that the teaching, suggestion or motivation test should not 
be applied as a rigid and mandatory formula that limits obviousness analysis through a 
formalistic conception of the words "teaching," "suggestion," and "motivation" or by 
overemphasis on the importance of published articles and explicit content of issued 
patents, since market demand, rather than scientific literature, often drives design 
trends, and granting patent protection to advances that would occur "in the ordinary 
course" without real innovation retards progress and may, in the case of patents 
combining previously known elements, deprive prior inventions of their value or utility 
(1385-1386). 
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To quote further from KSR (at 1386), "[R]igid application of preventative rules 
that deny fact finders recourse to common sense are neither necessary nor consistent 
with precedent." 

The Court also noted in the KSR decision, "[l]f there is design need or market 
pressure to solve [a] problem, and there are [a] finite number of identified, predictable 
solutions, [a] person of ordinary skill in art has good reason to pursue known options 
within his or her technical grasp, and if this leads to anticipated success, it is likely 
product of ordinary skill and common sense, not innovation." 

Examiner is not relying on the KSR decision, being convinced that even a 
formalistic conception of the words "teaching," "suggestion," and "motivation" is quite 
adequate to find Applicant's claims obvious; also, in response to Applicant's traversal of 
official notice at an earlier stage of prosecution, "published articles and explicit content 
of issued patents" were found to support the formerly officially noticed features, so even 
overemphasizing the importance of these does invalidate the rejections. However, 
given that the KSR decision is precedent for upholding weaker rejections than Examiner 
has made, Examiner concludes that the present rejections should not be withdrawn. 

Conclusion 

This is a Request for Continued Examination of applicant's earlier Application No. 
10/070,073. All claims are drawn to the same invention claimed in the earlier 
application and could have been finally rejected on the grounds and art of record in the 
next Office action if they had been entered in the earlier application. Accordingly, THIS 
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ACTION IS MADE FINAL even though it is a first action in this case. See MPEP 
§ 706.07(b). Applicant is reminded of the extension of time policy as set forth in 37 
CFR 1.136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within 
TWO MONTHS of the mailing date of this final action and the advisory action is not 
mailed until after the end of the THREE-MONTH shortened statutory period, then the 
shortened statutory period will expire on the date the advisory action is mailed, and any 
extension fee pursuant to 37 CFR 1 .136(a) will be calculated from the mailing date of 
the advisory action. In no, however, event will the statutory period for reply expire later 
than SIX MONTHS from the mailing date of this final action. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Nicholas D. Rosen whose telephone number is 571- 
272-6762. The examiner can normally be reached on 8:30 AM - 5:00 PM, M-F. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Jeffrey A. Smith can be reached on 571-272-6763. The fax phone number 
for the organization where this application or proceeding is assigned is 571-273-8300. 
Non-official/draft communications can be faxed to the Examiner at 571-273-6762. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
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For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

/Nicholas D. Rosen/ 

Primary Examiner, Art Unit 3625 

July 30, 2008 



